REMARKS 

In the Office Action mailed 06/01/2004, Claims 1-9 are pending in this application; 
claims 1-4, 6-9 were rejected; and claim 5 was objected to, but includes allowable subject matter. 

Each of the references cited in the Office Action includes a different way of clamping a 
grounding device around a cable than the grounding device disclosed in the present application. 

Claims 1 and 9 were amended to include the "band of metal" to clasp the lip, such as the 
elements of reference numerals 40 and 140, and the band of metal is "pivotably attached" as 
amended. These amendments highlight differences between the metal band and the structures in 
the Daume and Ichikawa patents. Claim 4 was rewritten in independent form without being 
narrowed or without the scope of the patent changing for claim 4. 

Claims 1 and 3 were rejected as anticipated by U.S. Patent 6,534,714 (Daume). First, the 
Daume patent does not disclose "a band of metal that is adapted to secure the resilient clip sides 
in locking engagement around the cable" and "a lip that is adapted for the band of metal to 
engage." With the pivotably attached "band of metal" clasping the lip, the anticipation rejection 
of claims 1 and 3 has no merit. The Daume patent does not include a band of metal that can 
clasp, but rather includes a plate of metal screwed together through tapped holes, such as 
reference numeral 14. In Daume, a screw would secure the sides. Anticipation is avoided 
because claimed limitations and elements are not shown in Daume. To anticipate, every element 
and limitation of the claimed invention must be found in a single prior art reference, arranged as 
in the claim. Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376, 1383 (Fed. Cir. 2001); 
Scripps Clinic & Research Foundation v. Genentech, Inc., 927 F.2d 1565, 1576 (Fed. Cir. 1991). 

Claims 1 and 8 were rejected as being obvious over U.S. Patent 3,370,1 12 (Ichikawa). 
To the extent that Ichikawa has a band of metal, any equivalent to a band of metal in that patent 
is not a pivotably attached "band of metal" clasping the lip, thus the obviousness rejection of 
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claims 1 and 8 is not proper. 

Claims 1 , 2, 4, 6 and 7 were rejected as being obvious by combining U.S. Patent 
5,850,056 (Harwath) and U.S. Patent 4,364,428 (Gale). Although claims 1 and 2 were amended, 
this combination does not render the claims obvious. 

Specifically, the Harwath patent does not disclose the locking mechanism, including the 
band of metal shorter than the axial opening and the far end of the first resilient clip having a lip, 
as presently claimed. The Gale patent discloses a locking mechanism with a band of metal 
pivotally attached to a second distal end of the clip side, but it has no lip on the other side clip as 
presently claimed. Also, Gale shows a buckle portion pivotally attached to each end of the clip 
side. Gale does not show a resilient clip side (only ribbed coupling halves). Neither patent 
discloses a lip adapted for the band of metal to engage. 

The Gale patent shows a buckle having a bent clasp 82 pivotally attached on one rigid 
side clip and the lever member of the buckle 90 pivotally attached on the opposing clip side. As 
shown in Figure 3 of the present application, the clip includes a buckle 90 having a tongue 92 
with a metal band 140 attached. Both the tongue and metal band are not attached on the same 
end in the Gale patent. 

Claim 4 is allowable as written. Claim 4 is allowable because no reference shows a lip 
on the first distal end of the first resilient clip in conjunction with the tongue pivotally attached to 
the (opposing) second distal end of the second resilient clip side, wherein the band of metal that 
engages the lip is pivotally attached to the tongue of the buckle. Also, the presently claimed 
band of metal is pivotally attached to the tongue of the buckle; whereas, in Gale, the tongue 
(lever member 90) is attached to one end and the band of metal (clasp 82) is attached to the 
opposing end (not the tongue). The prior art does not show or suggest one resilient clip side 
having a lip with the other side having a tongue with a band of metal of the buckle attached to 
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the second distal end of the second resilient clip side. 

When relying on a modification of prior art, it is incumbent upon the examiner to identify 
some suggestion to combine references or make the modification. In re Jones, 958 F.2d 347, 35 1 
(Fed. Cir. 1 992). There is no suggestion to make the modification of a lip on a first distal end of 
the first resilient clip side, which is adapted for the band of metal to clasp in any cited reference. 
The office action does not point to any specific teaching or suggestion for arriving at the claimed 
grounding device. 

Claim 9 was rejected as being obvious in view of the Ichikawa patent in view of the 
Harwath patent. Claim 9 was amended to include a specific band of metal, which forms a 
portion of a ring in the form of a clasp. 

Claim 5 remains allowable claiming the grounding device of claim 1 added to now 
independent claim 4 including a buckle and the tongue. 

Accordingly, the patent application entitled "Grounding Device" with the current 
amendments is in condition for allowance. Any deficiency should be charged to deposit account 
number 12-0913. The applicant therefore respectfully requests a favorable reconsideration and 
allowance of this application. 

Respectfully submitted, 
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